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UNDER 37 cram* ' ~ - 



Sir: 



This is in reply to the Office Action of March 8, 2002 finally rejecting Claims 
1-27 which arc all the claims in the case. 

Applicants wish to thank the examiner in charge of this application for the 
courteous telephone conversation held with Applicants* Attorney on May 23 2002 
Dunne this conversation, the Examiner requested that any arguments Applicants' 
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I wished to present against the outstanding rejection be submitted in written form rather 

| than discussed at a telephone interview. 

P 

jl Reconsideration of this appl ication is respectfully requested. 

Claims 1-27 have been rejected under 35 USC §102(b) as being clearly 
anticipated by Renzi et ah ( 293. This rejection was made previously and was argued 
in detail in the Amendment filed December 21, 2002, However ,the Examiner 
explains the repetition of this rejection in the outstanding Office Action as follows: 

The cited prior art of record in the previous coimnunicatioii 
discloses liquid glass forming composition from diallyl carbonate and 
diol mixture. It is Applicants' position that the cited prior art is 
different because "no single species, i.e., specific composition. ..falls 
within the weight percent range of polyol (c) in the mixture of 
aliphatic diol (B) and (C) of 5 to 20% by weight, or the molar ratio of 
A/B+C of 2.5/1 to 4/1". It is the Examiner's position that Applicants' 
argument is not convincing, and in tliis regard* Applicants' attention is 
herein directed to column 1, beginning with line 55 through column 2, 
line 12, and to claims 1 and 4 which clearly recite that the molar ratio 
(A)/(B+C) is equal to or higher than 3/1 (claim 1 recites 2.5/1 to 4/1), 
and the amount of (c) in the (B+C) mixture equal to, or lower than 70, 
preferably 20-60 as in claim 4 (claim 1 recites 5-20). Thus all the 
limitations of claim 1 , and the remaining dependent claims are met by 
the disclosures of the cited prior art. 

Applicants do not understand this explanation of the rejection since it is clear 
from the portion of the Renzt et al disclosure cited by the Examiner (Col. 1 , line 55 to 
Col. 2, line 12 and Claims 1 to 4) that no single species, i.e., specific composition 
which would unequivocally anticipate Applicants' claimed compositions, is identified 
by such disclosure. Rather, this disclosure merely describes ranges of materials 
which Louch or overlap the claimed range. The situation involving this rejection 
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therefore tails squarely within the conditions described in the first part of the second 
section of MPEP §2103.03, Eighth Edition, which reads as follows: 



When the prior art discloses a range which touches, overlaps or is 
within the claimed range, but no specific examples falling within the 

|: claimed range are disclosed, a case by case determination must be 

jj made as to anticipation. In order to anticipate the claims, the claimed 

I subject matter must be disclosed in the reference with "sufficient 

jj specificity to constitute an anticipation under the statute." What 

|i constitutes a "sufficient specificity" is fact dependent. If the claims arc 

jj directed to a narrow range, the reference teaches a broad range, and 

i| there is evidence of unexpected results within the claimed narrow 

jj range, depending on the other facts of the case, it may be reasonable to 

ji conclude that the narrow range is not disclosed with "sufficient 

:j specificity" to constitute an anticipation of the claims. Hie unexpected 

I results may also render the claims unobvious. The question of 

jj "sufficient specificity" is similar to that of "clearly envisaging" a 

j; species form a generic teaching. See MPEP §2131 .02. 

This language of the MPKP makes it clear that it cannot he concluded that 
Applicants' claims are "clearly anticipated" by mere perusal of the reference 
|; disclosure. Rather, it is necessary to determine whether the reference discloses the 

I claimed subject matter, mainly the ratios of reactants utilized, with "sufficient 

ji specificity" to anticipate the claims. Relevant to this determination according to 

I MPEP §2 1 03.03 is whether, "if the claims are directed to a narrow range and the 

n 

ji reference teach a broad range, there is evidence of unexpected results within the 

jj claimed narrow range." With regard to these ranges, it should be noted that 

ji Applicants' claimed range of molar ratios of diallyl carbonate to the total ordiol and 

polyol (A/B \ C) is 2.5/1 to 4/1, whereas Renzi et al disclose a broad overlapping 
range of "equal to or higher than 3/1 ** and a narrower overlapping range of "3/1 to 
? 12/1", both of which are substantially broader than Applicants* claimed range, 

ji Similarly, Applicants* claimed range of weight percent of polyol to the total of diol 

f and polyol is 5 to 20% by weight which is much narrower than the broad range of 
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"equal to or lower than 70% by weight" or the narrower range fct 20 to 60%" disclosed 
by Renzi et al Also relevant to the question of whether Applicants' ranges are shown 
with "sufficient specificity" as provided for in MPEP §2103.03 is the fact that none of 
the nine specific compositions disclosed by Renzi et al (Examples * 1 -3 and 
j; compositions 1-4, 1 1 and 12) which react diallyl carbonate with a diol and a linear or 

|| branched aliphatic polyol containing at least three hydroxy groups, includes ranges of 

\ ratios of reactants which arc within the ranges of both A/B+C and percentage of C in 

ji the mixture of B+C claimed by Applicants. More specifically, only three of the 

j disclosed compositions (compositions 1,4 and II ) have a A/B+C molar ratio touching 

j Applicants* maximum of 4/1, with such molar ratios of the remaining nine 

] compositions being higher than 4/1, the highest being 12/1 (Example 2). Moreover, 

| the percentages C/B+C of all the compositions of Renzi et al prepared from 

:j compounds included in Applicants* claims, are higher than Applicants' maximum of 

ii 20%, with the lowest being 25% (compositions 1 and 2) and the highest being 50% 

ji (composition 1 1). 

Finally, with respect to the effect of evidence of unexpected results within the 

| claimed narrow range on the question of "sufficient specificity", mentioned in MPEP 

jj §2103.03, the attention of the Examiner is directed to the results shown in Tables 1 , 2 

ji and 3 of the specification that the compositions of the present invention can he used 

jj to make organic glasses having perceptibly better properties, e.g., of yellow index, 

jj impact strength and abrasion resistance, than the composition of Renzi ei al , as well 

|| as having lower shrinkage during polymerization. This would not have been 

| predicted from the Renzi ei al disclosure by a person having ordinary skill in the art 

jj and is therefore an unob vious result which supports a lack of sufficient specificity in 

jj the disclosure of Renzi et al necessary for a holding of anticipation under 35 USC 

| §102. 

j: 
j! 

i; 
■t 
!> 

;i 
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In view of the points raised in the foregoing remarks, it is believed that this 
application is in condition for allowance. Such action ai an early date is earnestly 



solicited. 



Respectfully submitted, 

Michael W. Ferrell 
Attorney for Applicants 
Reg. No. 31,158 



Ferrell & Ferrell, L.L.P. 
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Middletown, New York 10941 
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